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Appl,ca..s «»pec.tul,y consideration of *e fo„o».n. «n>ari.s and .n,^ 

abovo an,e„dme«. prior .0 examination of ais application on ti,e menrs. 

1 gnp^mnrv of the Amendments 

Caim. ,-6, S.,2 and i5 have l.en cance.cd «'*»">-"^'7f ^;7^- 
have been added. Accordingly, upon en«y of dre above an,endme««, CIa,n.s 7, 13. 14. 

IMS vill be pending for examination on AemcriU. .,-,,;„„! 16- 

support for Claim 7 as amended found, for exanrple, men page ...IrnesU .. 16. 

andinCWiml,5,6,8,and9asoriginaUyflled. „ ,l„„li 

support tor newly added Claim. 18 and 19 is found, for example, on page Imes 

.0 16; and in Claim "^^^^^^"^ ^ „„ page 9. lines 

Support for newly added Claims 20, 21 ana zz 

22 to 23 • and in Claim 1 as originally filed. 

;„ppor. for newly added Claim 23 and 24 is found, for example, on page 5. ..nes 15 
to 16, and page 6. line in and in Claim las originally filed. ,:„15to 

support for newly added Claims 25 to 28 is found, for example, on page 13, hne 

";!llve amendments. Applicants have focused the claimed subject mat.r on 
giyeopeptides of formula „ in which is as presently defmed. The pr^nt —ts ^e 
Z made in response to any cited prior art or to meet atty odter etted ret, — 
patentability. Applicants teserve Ute right to pursue odter aspects ^i^J— 
Ihscuently fUed appUcations. Entry of these amendments is ..speetMly requested. 
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9 ReMrictionRefluire^^ . . 

required under 35 U.S.S. §121: 

Clai.sl44,drawntotheglycopep^^^^^^^^^^ 
subclasses 395 and 402, class 514. subclass 8, class 



Group I 



Group U 



Claim .5-17. drawn .0 a mcti,od of TcaUnB -^^f^^^^L 424, 
bacterial disease, are elassiDed in class 514, subclass 

subclass278.1. 

,„respo„se..pp.iea«sbe.byelecrG..up,wilh»averse. «-n<»^^^»^ 
, . r, 13 14andl8-28arebelievedtobewi.hinGroupl;andCla,msl6andl 

:rw:;:r:'r..eroiio.i...reaso.s,.pp.ie..res.^^^^^^^ 

asearc^ande— 
app,icado..e.e„.o...Un-esc.ai„..oi.e..^^^^^^^^ 

the Examiner nab invention are antibiotics, any search 

a serious burden. In fact, since the compounds of thi. invention ar 

H would bv necessity also produce prior art relating to the use of the 
for the compounds would by necessity P ^ 

compounds as antibiotics. This is evidenced by the fact that m ^ , 

compounas, ri o class 514 subclass 8, and class 424, 

:::~r:r:ir::— ^ 

::b:,assesL.er.oseare.Oro.n.o...C^^ 

examination of the entire application can be made wtthou. sH30u_ 

Bxantiner is ^ » -duet a .eare. and examination of P'^- 

Accordingly. Applicants respectfully request that the 
restriction for requirement imposed on the pending claims under 35 U.S.C. §12 . 
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3 AdiitionaLllectiOTiIInde^^ 

The Examine has ^so indic^d flm., ^speCiv. ofwhichevcr .roup Appl,ca.« 
..cc, Applica:,. arc ^er .,u.ea .o e,ec. a s,n8,e .lycopepUde s.n,Cu« to w^=b e 
.1 1 .L..d. The Examine, has .h=„ defn^d vancus ...ps for Fonnula . 0. >, *a. 

Applicants are required to elect. u.>.^T?2<'i<i 
,„.spoas=.AppUca„.se.ec.,^m«avc,s»,th=fo.lo»i..: Fon.u.aU.»h reR .s 

-CH,-CHCOH)CH(OH)CH,-R" and R" is allcyl. Fo, .h= following reasons. Apphcants 

respe'etfolly traverse this further requirement for restriction. 

Fitit, Applicants note that the Exatniner has indicated that this further re,— for 
^striction "is NOT a species election, hm is an »iaitio„al election under 35 U S.C. s„^ 
each contposiUon is patentahly distinct " (O.T,ce Action at page 3, The Exa^mer goes on to 



indicate 



nblecause these inventions are distinct/or the reasons given above and have 

examination purposes as indicated IS proper. Office Action at p g 
(emphasis added). 

However, contrary to the Exannner's statements, p o .p^i fr reasons have ji^ma^^ 
-^..-.i.n ^^..iremen. is For example, the Examiner has not 

shown atese compounds have "different classiflcations" or that they arc -art .ecopttzed 

divcrg«,.subiectmatter"or,hat"separatBSearches"arerequi,«l. In fac. no spectfle 
informationhashcenprovidedbytheExaminertosupportsuchstatemcnts. 

In actuality, the groups defined by the Examiner are merely members of Markush 
poupsdeflni„g.hcsubjcctma«er,hatApplican.sregardastheirinvenHon.Msuch,4e 

Examiner is retired to examine all members of the Mar.u* groups '"'^^T^'^' 
matter lacl^unity ofinvention. M...^...S0F.2d45M9S.UJQ3 S ™^ 

and /„ 580 F.2d 461, 198 USPQ 334 (CCPA 1978). See also MPbP 5803.02. 
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In the present case, the Examiner has not made any showing whatsoever that the 
claimed subject matter lacks unity of invention. In fact, as noted above, the Exammer has 
given no specific reasons for requiring this further restriction. Moreover, even if the 
Examiner were to show that the claimed subject matter lacked unity of invention, the proper 
action would be an election of species not a further restriction requirement. See MPEP 
§803.02 

Accordingly, Applicants respectfully request that this further restriction reqmrement 
be withdraw.. Alternatively, if this further restriction requirement is maintained. Applicants 
respectfully request that, before making this requirement final, the Examiner make a proper 
showing of the necessity for the further restriction requirement under the proper rules and 
statutes so that Applicants have an opportunity to properly and fully respond. 

Exaniination of this application on the merits is respectfully requested. Should there 
be any issues regarding this application that can be resolved by telephone, the Exammer is 
respectMly requested to telephone the undersigned attorney at (650) 808-6406. 

Respectfully submitted, 
Theravance.Inc. 



Date: October^i^ 2003 



Theravance, Inc. 
901 Gateway Blvd. 
South San Francisco, CA 94080 

(650) 808-6000 
(650) 808-6078 (Fax) 
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